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IP In General 

Generally, there are four recognized forms of intellectual property and one 

additional form of intellectual property in some states.  The four generally 

recognized forms of intellectual property are Patents, Trademarks, Copyrights and 

Trade Secrets.  In some states there is also a Right of Publicity that state law confers 

to individuals based on a person’s name, likeness, voice, and signature.   Patent 

rights and copyright rights are exclusively within the jurisdiction of federal law. 

Trademarks and trade secrets share concurrent jurisdiction with federal and state 

law; though trade secrets are primarily governed by state law. 

Brief Overview 

 Patents Copyrights  Trademarks Trade Secrets 
What is 
protected 

Inventions, 
methods, 
ideas, 
compositions 
of matter 

Creative 
expressions 

Marketplace 
identity 

Information 
that is secret, 
valuable in 
part because it 
is secret and 
subject to 
reasonable 
efforts to 
maintain its 
secrecy 

What is not 
protected 

Algorithms,  
properties of 
nature, things 
already 
commercially 
used  or 
invented 

Ideas, facts 
and function 

Ideas, 
expressions, 
common 
terms as 
commonly 
used 

Information 
that is not 
commercial, 
information 
that is not 
secret. 
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 Patents Copyrights  Trademarks Trade Secrets 
Origin of the 
Right 

Federal law 
exclusively, 
though patent 
rights do not 
exist until a 
patent is 
issued by the 
federal 
government. 

Federal law 
exclusively. 
Copyright 
rights and 
ownership 
vest with the 
author upon 
creation. 

Federal and 
state law 
concurrently.  
Rights begin 
when 
marketplace 
identity is 
established, 
but 
registration 
can be very 
helpful. 

State law.  
Rights exist 
upon meeting 
the criteria of 
secrecy, value 
related to 
secrecy and 
efforts to keep 
the 
information 
matter secret. 

Patent Law 

Utility Patents1 

Patents are federally issued monopolies for inventions that permit the patent 

owner to exclude others from making, using, selling, offering for sale or importing 

the invention disclosed in the issued patent in 

the United States for a limited period of time.2  

Note that a patent is not a right to practice, 

make, use or sell an invention, but, rather, the 

right to exclude others from doing so.  

Therefore, even if one owns a patent for a particular invention, they may not have 

the right to practice the invention if the invention is an improvement on another 

protected invention. 

 
1 In addition to utility patents, federal law permits plant patents for new plants and 
design patents for new and novel ornamental designs. 

2 35 U.S.C §217 

WHAT IS A PATENT? 

(a) An exclusive right 
(b) in an invention 
(c) granted by the federal 

government 
(d) to an inventor 
(e) for a limited term. 
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The policy behind the patent system is to encourage inventors to develop 

new inventions by providing inventors with a limited exclusive period for 

commercialization of the invention.  In exchange for the monopoly, inventors are 

required to disclose the invention and the invention becomes part of the public 

domain upon the expiration of the patent. 

Unlike other forms of intellectual property rights, patent rights only exist 

upon the issuance of the letters of patent from the United States Patent and 

Trademark Office. 

To be eligible for a utility patent, an invention must meet three criteria: 

• The invention must be novel (something new) 

• Useful 

• Not obvious to one skilled in the art (not obvious to someone in the 

industry or field of practice) 

While these requirements seem simple, their application (with the exception 

of usefulness, is the subject of most patent prosecutions and patent litigation. 

Patent applications may be filed for any new and useful process, machine, 

manufacture or composition of matter or any new and useful improvement of any of 

these things.3  After filing, a patent application enters the examination process.  

During the examination process, a USPTO examiner will review the patent and 

related prior art to determine whether the invention meets the criteria for 

 
3 35 USC 101 et. seq. 
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patentability.  Often, the examiner will issue rejections in whole or in part often on a 

claim by claim basis. 

Inventors 

Patent rights vest solely with the inventor(s) of the invention or their 

assignees.  Unlike copyright, there is no federal “works made for hire” doctrine 

associated with patentable inventions.  However, employment agreements may 

provide for the assignment of patentable inventions from employees to employers.  

In some states, like Nevada, state statutes attempt to statutorily assign invention 

rights to employers when an invention is made by an employee within the scope of 

employment.4  Absent an agreement, employers generally have undefined shop 

rights to use the invention created by employees; however, the employee remains 

the owner of the patented invention and the courts may have to define the limits of 

the shop rights enjoyed by an employer. 

Novelty and Non-Obviousness 

In order for an invention to be patentable it must be truly new as defined 

under patent laws, which provide that an invention cannot be patented if: “(a) the 

invention was known or used by others in this country, or patented or described in a 

printed publication in this or a foreign country, before the invention thereof by the 

 
4 Nev. Rev. Stat. §600.500.  Which states “Employer is sole owner of patentable 
invention or trade secret developed by employee.  Except as otherwise provided by 
express written agreement, an employer is the sole owner of any patentable 
invention or trade secret developed by his employee during the course and scope of 
the employment that relates directly to work performed during the course and 
scope of the employment.”  However, legal scholars have question whether this 
statute is unenforceable because it is preempted by federal law. 
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applicant for patent,” or “(b) the invention was patented or described in a printed 

publication in this or a foreign country or in public use or on sale in this country 

more than one year prior to the application for patent in the United States . . .” 

If the invention has been described in a printed publication anywhere in the 

world, or if it was known or used by others in this country before the date that the 

applicant made his/her invention, a patent cannot be obtained. If the invention has 

been described in a printed publication anywhere, or has been in public use or on 

sale in this country more than one year before the date on which an application for 

patent is filed in this country, a patent cannot be obtained. In this connection it is 

immaterial when the invention was made, or whether the printed publication or 

public use was by the inventor himself/herself or by someone else. If the inventor 

describes the invention in a printed publication or uses the invention publicly, or 

places it on sale, then a patent application must be filed before one year has gone by, 

otherwise any potential right to a patent will be lost.   

Even if the subject matter sought to be patented is not exactly shown by the 

prior art, and involves one or more differences over the most nearly similar thing 

already known, a patent may still be refused if the differences would be obvious. 

The subject matter sought to be patented must be sufficiently different from what 

has been used or described before that it may be said to be non-obvious to a person 

having ordinary skill in the area of technology related to the invention. For example, 

the substitution of one color for another, or changes in size, are ordinarily not 

patentable. 
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Patent Applications 

Patent applications are comprised of a written description, drawings (if 

necessary), and claims.  The claims portion of the patent application is the legally 

operative section of the document.  Claims are used by the USPTO to determine 

whether an invention is patentable and by the courts to determine if a patent has 

been infringed. 

The written description of the patent must enable “one of ordinary skill in 

the art” to practice the invention. 5 Therefore, the written description must disclose 

the best mode of practicing the invention.6  As used in the patent statutes “one of 

ordinary skill in the art” is someone familiar with the area of practice relevant to the 

invention.  The written description should include known variations and alternate 

embodiments of the invention. 

The drawings should show all claimed elements of the invention and the 

inter-relationship of the elements.  Drawings should be clear to illustrate the 

invention and may include illustrations such as flow charts or mechanical drawings. 

 

 
5 15 U.S.C. 112 
6 Id. 
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Example Patents 
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Copyrights 

The Basics 

 A copyright is a form of legal protection for “original works of authorship”.  

Copyrights protect rights in creative and ornamental expressions for literary, 

dramatic, musical, artistic, boat hulls and architectural works.  Copyrights do not 

protect ideas, facts or anything that is functional. 

 The basis for copyright protection can be found in Article 1, Section 8 of the 

U.S. Constitution which states 

“Congress shall have the power: … to promote the progress of science 

and useful arts, by securing for limited times to authors and inventors 

the exclusive right to their respective writings and discoveries.” 

Copyright law provides the owner of the copyright with the exclusive right to 

copy, alter, prepare derivative works, distribute, publicly display, and publicly 

perform the works subject to the copyright law.  Copyright does not prevent 

independent creation of similar works, provided that the original work was not used 

or copied in any way to create the similar work. 



Page 55 of 106 

Subject Matter 

Copyright protects creative works fixed in a tangible medium, regardless of 

the medium in which the work is fixed.  Copyright law identifies 8 categories of 

protectable works: 

1. Literary Works 

2. Musical Works (including accompanying lyrics) 

3. Dramatic Works (including any accompanying music) 

4. Pantomimes and Choreographed Works 

5. Pictorial, Graphic and Sculpture Works 

6. Motion Picture and other Audio Visual Works 

7. Sound Recordings 

8. Architectural Works 

To the extent that any of the above works are original works of authorship 

fixed in a tangible medium of expression, they are entitled to protection under the 

copyright laws. The work must be original and creative, but not necessarily novel as 

is required in patent law. The work must simply be an independent creation that is 

not copied from any other work.  The sweat of the brow or work invested in creating 

an item has no bearing on whether the work is subject to protection under copyright 

law. See Feist Publications Inc. v. Rural Telephone Service Co., 499 U.S. 340 (1991). 
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United States Supreme Court 
FEIST PUBLICATIONS, INC. v. RURAL TEL. SERVICE CO., (1991) 

No. 89-1909 
Argued: January 9, 1991    Decided: March 27, 1991 

 
Respondent Rural Telephone Service Company is a certified public utility 

providing telephone service to several communities in Kansas. Pursuant to 

state regulation, Rural publishes a typical telephone directory, consisting of 

white pages and yellow pages. It obtains data for the directory from 

subscribers, who must provide their names and addresses to obtain 

telephone service. Petitioner Feist Publications, Inc., is a publishing company 

that specializes in area-wide telephone directories covering a much larger 

geographic range than directories such as Rural's. When Rural refused to 

license its white pages listings to Feist for a directory covering 11 different 

telephone service areas, Feist extracted the listings it needed from Rural's 

directory without Rural's consent. Although Feist altered many of Rural's 

listings, several were identical to listings in Rural's white pages. The District 

Court granted summary judgment to Rural in its copyright infringement suit, 

holding that telephone directories are copyrightable. The Court of Appeals 

affirmed. 

Held: 

Rural's white pages are not entitled to copyright, and therefore Feist's 

use of them does not constitute infringement. Pp. 344-364. 
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(a) Article I, 8, cl. 8, of the Constitution mandates originality as a 

prerequisite for copyright protection. The constitutional requirement 

necessitates independent creation plus a modicum of creativity. Since facts 

do not owe their origin to an act of authorship, they are not original, and thus 

are not copyrightable. Although a compilation of facts may possess the 

requisite originality because the author typically chooses which facts to 

include, in what order to place them, and how to arrange the data so that 

readers may use them effectively, copyright protection extends only to those 

components of the work that are original to the author, not to the facts 

themselves. This fact/expression dichotomy severely limits the scope of 

protection in fact-based works. Pp. 344-351. 

(b) The Copyright Act of 1976 and its predecessor, the Copyright Act of 

1909, leave no doubt that originality is the touchstone of copyright 

protection in directories and other fact-based works. The 1976 Act explains 

that copyright extends to "original works of authorship," 17 U.S.C. 102(a), 

and that there can be no copyright in facts, 102(b). [499 U.S. 340, 341]   A 

compilation is not copyrightable per se, but is copyrightable only if its facts 

have been "selected, coordinated, or arranged in such a way that the 

resulting work as a whole constitutes an original work of authorship." 101 

(emphasis added). Thus, the statute envisions that some ways of selecting, 

coordinating, and arranging data are not sufficiently original to trigger 

copyright protection. Even a compilation that is copyrightable receives only 

limited protection, for the copyright does not extend to facts contained in the 
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compilation. 103(b). Lower courts that adopted a "sweat of the brow" or 

"industrious collection" test - which extended a compilation's copyright 

protection beyond selection and arrangement to the facts themselves - 

misconstrued the 1909 Act and eschewed the fundamental axiom of 

copyright law that no one may copyright facts or ideas. Pp. 351-361. 

(c) Rural's white pages do not meet the constitutional or statutory 

requirements for copyright protection. While Rural has a valid copyright in 

the directory as a whole because it contains some forward text and some 

original material in the yellow pages, there is nothing original in Rural's 

white pages. The raw data are uncopyrightable facts, and the way in which 

Rural selected, coordinated, and arranged those facts is not original in any 

way. Rural's selection of listings - subscribers' names, towns, and telephone 

numbers - could not be more obvious, and lacks the modicum of creativity 

necessary to transform mere selection into copyrightable expression. In fact, 

it is plausible to conclude that Rural did not truly "select" to publish its 

subscribers' names and telephone numbers, since it was required to do so by 

state law. Moreover, there is nothing remotely creative about arranging 

names alphabetically in a white pages directory. It is an age-old practice, 

firmly rooted in tradition and so commonplace that it has come to be 

expected as a matter of course. Pp. 361-364. 

916 F.2d 718, reversed. 
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O'CONNOR J., delivered the opinion of the Court, in which REHNQUIST, 

C.J., and WHITE, MARSHALL, STEVENS, SCALIA, KENNEDY, and SOUTER, JJ., 

joined. BLACKMUN, J., concurred in the judgment. 

Kyler Knobbe argued the cause and filed briefs for petitioner. 

James M. Caplinger, Jr., argued the cause and filed a brief for respondent. 

*   

[ Footnote * ] Briefs of amici curiae urging reversal were filed for the 

Association of North American Directory Publishers et al. by Theodore Case 

Whitehouse; for the International Association of Cross Reference Directory 

Publishers [499 U.S. 340, 342]   by Richard D. Grauer and Kathleen McCree 

Lewis; and for the Third-Class Mail Association by Ian D. Volner. 

Briefs of amici curiae urging affirmance were filed for Ameritech et al. by 

Michael K. Kellogg, Charles Rothfeld, Douglas J. Kirk, Thomas P. Hester, and 

Harlan Sherwat; for Association of American Publishers, Inc., by Robert G. 

Sugarman and R. Bruce Rich; for GTE Corp. by Kirk K. Van Tine, Richard M. 

Cahill, and Edward R. Sublett; for the National Telephone Cooperative 

Association by L. Marie Guillory and David Cosson; for the United States 

Telephone Association by Richard J. Rappaport and Keith P. Schoeneberger; 

and for West Publishing Co. by Vance K. Opperman and James E. Schatz. 

Briefs of amici curiae were filed for Bellsouth Corp. by Anthony B. 

Askew, Robert E. Richards, Walter H. Alford, and Vincent L. Sgrosso; for 
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Direct Marketing Association, Inc., by Robert L. Sherman; for Haines and Co., 

Inc., by Jeremiah D. McAuliffe, Bernard A. Barken, and Eugene Gressman; and 

for the Information Industry Association et al. by Steven J. Metalitz and 

Angela Burnett. [499 U.S. 340, 342]   

JUSTICE O'CONNOR delivered the opinion of the Court. 

This case requires us to clarify the extent of copyright protection 

available to telephone directory white pages. 

I 

Rural Telephone Service Company is a certified public utility that 

provides telephone service to several communities in northwest Kansas. It is 

subject to a state regulation that requires all telephone companies operating 

in Kansas to issue annually an updated telephone directory. Accordingly, as a 

condition of its monopoly franchise, Rural publishes a typical telephone 

directory, consisting of white pages and yellow pages. The white pages list in 

alphabetical order the names of Rural's subscribers, together with their 

towns and telephone numbers. The yellow pages list Rural's business 

subscribers alphabetically by category, and feature classified advertisements 

of various sizes. Rural distributes its directory free of charge to its 

subscribers, but earns revenue by selling yellow pages advertisements. 

Feist Publications, Inc., is a publishing company that specializes in area-

wide telephone directories. Unlike a typical [499 U.S. 340, 343]   directory, 
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which covers only a particular calling area, Feist's area-wide directories 

cover a much larger geographical range, reducing the need to call directory 

assistance or consult multiple directories. The Feist directory that is the 

subject of this litigation covers 11 different telephone service areas in 15 

counties and contains 46,878 white pages listings - compared to Rural's 

approximately 7,700 listings. Like Rural's directory, Feist's is distributed free 

of charge and includes both white pages and yellow pages. Feist and Rural 

compete vigorously for yellow pages advertising. 

As the sole provider of telephone service in its service area, Rural 

obtains subscriber information quite easily. Persons desiring telephone 

service must apply to Rural and provide their names and addresses; Rural 

then assigns them a telephone number. Feist is not a telephone company, let 

alone one with monopoly status, and therefore lacks independent access to 

any subscriber information. To obtain white pages listings for its area-wide 

directory, Feist approached each of the 11 telephone companies operating in 

northwest Kansas and offered to pay for the right to use its white pages 

listings. 

Of the 11 telephone companies, only Rural refused to license its listings 

to Feist. Rural's refusal created a problem for Feist, as omitting these listings 

would have left a gaping hole in its area-wide directory, rendering it less 

attractive to potential yellow pages advertisers. In a decision subsequent to 

that which we review here, the District Court determined that this was 
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precisely the reason Rural refused to license its listings. The refusal was 

motivated by an unlawful purpose "to extend its monopoly in telephone 

service to a monopoly in yellow pages advertising." Rural Telephone Service 

Co. v. Feist Publications, Inc., 737 F.Supp. 610, 622 (Kan. 1990). 

Unable to license Rural's white pages listings, Feist used them without 

Rural's consent. Feist began by removing several thousand listings that fell 

outside the geographic range of its area-wide directory, then hired personnel 

to investigate the 4,935 that remained. These employees verified [499 U.S. 

340, 344]   the data reported by Rural and sought to obtain additional 

information. As a result, a typical Feist listing includes the individual's street 

address; most of Rural's listings do not. Notwithstanding these additions, 

however, 1,309 of the 46,878 listings in Feist's 1983 directory were identical 

to listings in Rural's 1982-1983 white pages. App. 54 (§ 15-16), 57. Four of 

these were fictitious listings that Rural had inserted into its directory to 

detect copying. 

Rural sued for copyright infringement in the District Court for the 

District of Kansas, taking the position that Feist, in compiling its own 

directory, could not use the information contained in Rural's white pages. 

Rural asserted that Feist's employees were obliged to travel door-to-door or 

conduct a telephone survey to discover the same information for themselves. 

Feist responded that such efforts were economically impractical and, in any 

event, unnecessary, because the information copied was beyond the scope of 



Page 63 of 106 

copyright protection. The District Court granted summary judgment to Rural, 

explaining that "[c]ourts have consistently held that telephone directories 

are copyrightable" and citing a string of lower court decisions. 663 F.Supp. 

214, 218 (1987). In an unpublished opinion, the Court of Appeals for the 

Tenth Circuit affirmed "for substantially the reasons given by the district 

court." App. to Pet. for Cert. 4a, judgt. order reported at 916 F.2d 718 (1990). 

We granted certiorari, 498 U.S. 808 (1990), to determine whether the 

copyright in Rural's directory protects the names, towns, and telephone 

numbers copied by Feist. 

II 

A 

This case concerns the interaction of two well-established propositions. 

The first is that facts are not copyrightable; the other, that compilations of 

facts generally are. Each of these propositions possesses an impeccable 

pedigree. That there can be no valid copyright in facts is universally 

understood. The most fundamental axiom of copyright law is that [499 U.S. 

340, 345]   "[n]o author may copyright his ideas or the facts he narrates." 

Harper & Row, Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 556 

(1985). Rural wisely concedes this point, noting in its brief that "[f]acts and 

discoveries, of course, are not themselves subject to copyright protection." 

Brief for Respondent 24. At the same time, however, it is beyond dispute that 

compilations of facts are within the subject matter of copyright. Compilations 
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were expressly mentioned in the Copyright Act of 1909, and again in the 

Copyright Act of 1976. 

There is an undeniable tension between these two propositions. Many 

compilations consist of nothing but raw data - i.e., wholly factual information 

not accompanied by any original written expression. On what basis may one 

claim a copyright in such a work? Common sense tells us that 100 

uncopyrightable facts do not magically change their status when gathered 

together in one place. Yet copyright law seems to contemplate that 

compilations that consist exclusively of facts are potentially within its scope. 

The key to resolving the tension lies in understanding why facts are not 

copyrightable. The sine qua non of copyright is originality. To qualify for 

copyright protection, a work must be original to the author. See Harper & 

Row, supra, at 547-549. Original, as the term is used in copyright, means only 

that the work was independently created by the author (as opposed to 

copied from other works), and that it possesses at least some minimal degree 

of creativity. 1 M. Nimmer & D. Nimmer, Copyright 2.01[A], [B] (1990) 

(hereinafter Nimmer). To be sure, the requisite level of creativity is 

extremely low; even a slight amount will suffice. The vast majority of works 

make the grade quite easily, as they possess some creative spark, "no matter 

how crude, humble or obvious" it might be. Id. 1.08[C]1.. Originality does not 

signify novelty; a work may be original even though it closely resembles 

other works, so long as the similarity is fortuitous, not the result of copying. 
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To illustrate, [499 U.S. 340, 346]   assume that two poets, each ignorant of the 

other, compose identical poems. Neither work is novel, yet both are original 

and, hence, copyrightable. See Sheldon v. Metro-Goldwyn Pictures Corp., 81 

F.2d 49, 54 (CA2 1936). 

Originality is a constitutional requirement. The source of Congress' 

power to enact copyright laws is Article I, 8, cl. 8, of the Constitution, which 

authorizes Congress to "secur[e] for limited Times to Authors . . . the 

exclusive Right to their respective Writings." In two decisions from the late 

19th Century - The Trade-Mark Cases, 100 U.S. 82 (1879); and Burrow-Giles 

Lithographic Co. v. Sarony, 111 U.S. 53 (1884) - this Court defined the crucial 

terms "authors" and "writings." In so doing, the Court made it unmistakably 

clear that these terms presuppose a degree of originality. 

In The Trade-Mark Cases, the Court addressed the constitutional scope 

of "writings." For a particular work to be classified "under the head of 

writings of authors," the Court determined, "originality is required." 100 U.S. 

at 94. The Court explained that originality requires independent creation 

plus a modicum of creativity: "[W]hile the word writings may be liberally 

construed, as it has been, to include original designs for engraving, prints, 

&c., it is only such as are original, and are founded in the creative powers of 

the mind. The writings which are to be protected are the fruits of intellectual 

labor, embodied in the form of books, prints, engravings, and the like." Ibid. 

(emphasis in original). 
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In Burrow-Giles, the Court distilled the same requirement from the 

Constitution's use of the word "authors." The Court defined "author," in a 

constitutional sense, to mean "he to whom anything owes its origin; 

originator; maker." 111 U.S. at 58 (internal quotations omitted). As in The 

Trade-Mark Cases, the Court emphasized the creative component of 

originality. It described copyright as being limited to "original intellectual 

conceptions of the author," 111 U.S., at 58 , and stressed the importance of 

requiring an author who accuses another of infringement to prove "the 

existence [499 U.S. 340, 347]   of those facts of originality, of intellectual 

production, of thought, and conception." Id. Id., at 59-60. 

The originality requirement articulated in The Trade-Mark Cases and 

Burrow-Giles remains the touchstone of copyright protection today. See 

Goldstein v. California, 412 U.S. 546, 561 -562 (1973). It is the very "premise 

of copyright law." Miller v. Universal City Studios, Inc., 650 F.2d 1365, 1368 

(CA5 1981). Leading scholars agree on this point. As one pair of 

commentators succinctly puts it: "The originality requirement is 

constitutionally mandated for all works." Patterson & Joyce, Monopolizing 

the Law: The Scope of Copyright Protection for Law Reports and Statutory 

Compilations, 36 UCLA L.Rev. 719, 763, n. 155 (1989) (emphasis in original) 

(hereinafter Patterson & Joyce). Accord, id. at 759-760, and n. 140; Nimmer 

1.06[A] ("originality is a statutory as well as a constitutional requirement"); 

id. 1.08[C]1. ("a modicum of intellectual labor . . . clearly constitutes an 

essential constitutional element"). 
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It is this bedrock principle of copyright that mandates the law's 

seemingly disparate treatment of facts and factual compilations. "No one may 

claim originality as to facts." Id. 2.11[A], p. 2-157. This is because facts do not 

owe their origin to an act of authorship. The distinction is one between 

creation and discovery: the first person to find and report a particular fact 

has not created the fact; he or she has merely discovered its existence. To 

borrow from Burrow-Giles, one who discovers a fact is not its "maker" or 

"originator." 111 U.S., at 58 . "The discoverer merely finds and records." 

Nimmer 2.03[E]. Census-takers, for example, do not "create" the population 

figures that emerge from their efforts; in a sense, they copy these figures 

from the world around them. Denicola, Copyright in Collections of Facts: A 

Theory for the Protection of Nonfiction Literary Works, 81 Colum.L.Rev. 516, 

525 (1981) (hereinafter Denicola). Census data therefore do not trigger 

copyright, because these data are not "original" in the constitutional sense. 

Nimmer [499 U.S. 340, 348]   2.03[E]. The same is true of all facts - scientific, 

historical, biographical, and news of the day. "[T]hey may not be copyrighted, 

and are part of the public domain available to every person." Miller, supra, at 

1369. 

Factual compilations, on the other hand, may possess the requisite 

originality. The compilation author typically chooses which facts to include, 

in what order to place them, and how to arrange the collected data so that 

they may be used effectively by readers. These choices as to selection and 

arrangement, so long as they are made independently by the compiler and 
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entail a minimal degree of creativity, are sufficiently original that Congress 

may protect such compilations through the copyright laws. Nimmer 2.11[D], 

3.03; Denicola 523, n. 38. Thus, even a directory that contains absolutely no 

protectible written expression, only facts, meets the constitutional minimum 

for copyright protection if it features an original selection or arrangement. 

See Harper & Row, 471 U.S., at 547 . Accord, Nimmer 3.03. 

This protection is subject to an important limitation. The mere fact that a 

work is copyrighted does not mean that every element of the work may be 

protected. Originality remains the sine qua non of copyright; accordingly, 

copyright protection may extend only to those components of a work that are 

original to the author. Patterson & Joyce 800-802; Ginsburg, Creation and 

Commercial Value: Copyright Protection of Works of Information, 90 

Colum.L.Rev. 1865, 1868, and n. 12 (1990) (hereinafter Ginsburg). Thus, if 

the compilation author clothes facts with an original collocation of words, he 

or she may be able to claim a copyright in this written expression. Others 

may copy the underlying facts from the publication, but not the precise 

words used to present them. In Harper & Row, for example, we explained 

that President Ford could not prevent others from copying bare historical 

facts from his autobiography, see 471 U.S. at 556-557, but that he could 

prevent others from copying his "subjective descriptions and portraits of 

public figures." [499 U.S. 340, 349]   Id. at 563. Where the compilation author 

adds no written expression, but rather lets the facts speak for themselves, the 

expressive element is more elusive. The only conceivable expression is the 
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manner in which the compiler has selected and arranged the facts. Thus, if 

the selection and arrangement are original, these elements of the work are 

eligible for copyright protection. See Patry, Copyright in Compilations of 

Facts (or Why the "White Pages" Are Not Copyrightable), 12 Com. & Law 37, 

64 (Dec. 1990) (hereinafter Patry). No matter how original the format, 

however, the facts themselves do not become original through association. 

See Patterson & Joyce 776. 

This inevitably means that the copyright in a factual compilation is thin. 

Notwithstanding a valid copyright, a subsequent compiler remains free to 

use the facts contained in another's publication to aid in preparing a 

competing work, so long as the competing work does not feature the same 

selection and arrangement. As one commentator explains it: "[N]o matter 

how much original authorship the work displays, the facts and ideas it 

exposes are free for the taking. . . . [T]he very same facts and ideas may be 

divorced from the context imposed by the author, and restated or reshuffled 

by second comers, even if the author was the first to discover the facts or to 

propose the ideas." Ginsburg 1868. 

It may seem unfair that much of the fruit of the compiler's labor may be 

used by others without compensation. As Justice Brennan has correctly 

observed, however, this is not "some unforeseen byproduct of a statutory 

scheme." Harper & Row, 471 U.S., at 589 (dissenting opinion). It is, rather, 

"the essence of copyright," ibid. and a constitutional requirement. The 
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primary objective of copyright is not to reward the labor of authors, but "[t]o 

promote the Progress of Science and useful Arts." Art. I, 8, cl. 8. Accord, 

Twentieth Century Music Corp. v. Aiken, 422 U.S. 151, 156 (1975). To this 

end, copyright assures authors the right to their original [499 U.S. 340, 350]   

expression, but encourages others to build freely upon the ideas and 

information conveyed by a work. Harper & Row, supra, at 556-557. This 

principle, known as the idea/expression or fact/expression dichotomy, 

applies to all works of authorship. As applied to a factual compilation, 

assuming the absence of original written expression, only the compiler's 

selection and arrangement may be protected; the raw facts may be copied at 

will. This result is neither unfair nor unfortunate. It is the means by which 

copyright advances the progress of science and art. 

This Court has long recognized that the fact/expression dichotomy limits 

severely the scope of protection in fact-based works. More than a century 

ago, the Court observed: "The very object of publishing a book on science or 

the useful arts is to communicate to the world the useful knowledge which it 

contains. But this object would be frustrated if the knowledge could not be 

used without incurring the guilt of piracy of the book." Baker v. Selden, 101 

U.S. 99, 103 (1880). We reiterated this point in Harper & Row: 

"[N]o author may copyright facts or ideas. The copyright is limited to 

those aspects of the work - termed `expression' - that display the stamp of 

the author's originality. 
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"[C]opyright does not prevent subsequent users from copying from a 

prior author's work those constituent elements that are not original - for 

example . . . facts, or materials in the public domain - as long as such use does 

not unfairly appropriate. the author's original contributions." 471 U.S., at 547 

-548 (citation omitted). 

This, then, resolves the doctrinal tension: Copyright treats facts and 

factual compilations in a wholly consistent manner. Facts, whether alone or 

as part of a compilation, are not original, and therefore may not be 

copyrighted. A factual compilation is eligible for copyright if it features an 

original selection or arrangement of facts, but the copyright is limited to [499 

U.S. 340, 351]   the particular selection or arrangement. In no event may 

copyright extend to the facts themselves. 

B 

As we have explained, originality is a constitutionally mandated 

prerequisite for copyright protection. The Court's decisions announcing this 

rule predate the Copyright Act of 1909, but ambiguous language in the 1909 

Act caused some lower courts temporarily to lose sight of this requirement. 

The 1909 Act embodied the originality requirement, but not as clearly as 

it might have. See Nimmer 2.01. The subject matter of copyright was set out 

in 3 and 4 of the Act. Section 4 stated that copyright was available to "all the 

writings of an author." 35 Stat. 1076. By using the words "writings" and 

"author" - the same words used in Article I, 8 of the Constitution and defined 
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by the Court in The Trade-Mark Cases and Burrow-Giles - the statute 

necessarily incorporated the originality requirement articulated in the 

Court's decisions. It did so implicitly, however, thereby leaving room for 

error. 

Section 3 was similarly ambiguous. It stated that the copyright in a work 

protected only "the copyrightable component parts of the work." It thus 

stated an important copyright principle, but failed to identify the specific 

characteristic - originality - that determined which component parts of a 

work were copyrightable and which were not. 

Most courts construed the 1909 Act correctly, notwithstanding the less-

than-perfect statutory language. They understood from this Court's decisions 

that there could be no copyright without originality. See Patterson & Joyce 

760-761. As explained in the Nimmer treatise: The 1909 Act neither defined 

originality nor even expressly required that a work be `original' in order to 

command protection. However, the courts uniformly inferred the 

requirement from the fact that copyright protection may only be claimed by 

`authors'. . . . It was reasoned that, since an author is `the . . . [499 U.S. 340, 

352]   creator, originator,' it follows that a work is not the product of an 

author unless the work is original. Nimmer 2.01 (footnotes omitted) (citing 

cases). 

But some courts misunderstood the statute. See, e.g., Leon v. Pacific 

Telephone & Telegraph Co., 91 F.2d 484 (CA9 1937); Jeweler's Circular 
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Publishing Co. v. Keystone Publishing Co., 281 F. 83 (CA2 1922). These courts 

ignored 3 and 4, focusing their attention instead on 5 of the Act. Section 5, 

however, was purely technical in nature: it provided that a person seeking to 

register a work should indicate on the application the type of work, and it 

listed 14 categories under which the work might fall. One of these categories 

was "[b]ooks, including composite and cyclopoedic works, directories, 

gazetteers, and other compilations." 5(a). Section 5 did not purport to say 

that all compilations were automatically copyrightable. Indeed, it expressly 

disclaimed any such function, pointing out that "the subject matter of 

copyright [i]s defined in section four." Nevertheless, the fact that factual 

compilations were mentioned specifically in 5 led some courts to infer 

erroneously that directories and the like were copyrightable per se, "without 

any further or precise showing of original - personal - authorship." Ginsburg 

1895. 

Making matters worse, these courts developed a new theory to justify 

the protection of factual compilations. Known alternatively as "sweat of the 

brow" or "industrious collection," the underlying notion was that copyright 

was a reward for the hard work that went into compiling facts. The classic 

formulation of the doctrine appeared in Jeweler's Circular Publishing Co., 281 

F., at 88: 

"The right to copyright a book upon which one has expended labor in its 

preparation does not depend upon whether the materials which he has 
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collected consist or not of matters which are publici juris, or whether such 

materials show literary skill or originality, either in thought or in language, 

or anything more than industrious [499 U.S. 340, 353]   collection. The man 

who goes through the streets of a town and puts down the names of each of 

the inhabitants, with their occupations and their street number acquires 

material of which he is the author. (emphasis added). 

The "sweat of the brow" doctrine had numerous flaws, the most glaring 

being that it extended copyright protection in a compilation beyond selection 

and arrangement - the compiler's original contributions - to the facts 

themselves. Under the doctrine, the only defense to infringement was 

independent creation. A subsequent compiler was "not entitled to take one 

word of information previously published," but rather had to "independently 

wor[k] out the matter for himself, so as to arrive at the same result from the 

same common sources of information." Id., at 88-89 (internal quotations 

omitted). "Sweat of the brow" courts thereby eschewed the most 

fundamental axiom of copyright law - that no one may copyright facts or 

ideas. See Miller v. Universal City Studios, Inc., 650 F.2d, at 1372 (criticizing 

"sweat of the brow" courts because "ensur[ing] that later writers obtain the 

facts independently . . . is precisely the scope of protection given . . . 

copyrighted matter, and the law is clear that facts are not entitled to such 

protection"). 
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Decisions of this Court applying the 1909 Act make clear that the statute 

did not permit the "sweat of the brow" approach. The best example is 

International News Service v. Associated Press, 248 U.S. 215 (1918). In that 

decision, the Court stated unambiguously that the 1909 Act conferred 

copyright protection only on those elements of a work that were original to 

the author. International News Service had conceded taking news reported 

by Associated Press and publishing it in its own newspapers. Recognizing 

that 5 of the Act specifically mentioned "[p]eriodicals, including 

newspapers," 5(b), the Court acknowledged that news articles were 

copyrightable. Id., at 234. It flatly rejected, however, the notion that the 

copyright in an article extended to [499 U.S. 340, 354]   the factual 

information it contained: "[T]he news element - the information respecting 

current events contained in the literary production - is not the creation of the 

writer, but is a report of matters that ordinarily are publici juris; it is the 

history of the day." Ibid. *   

Without a doubt, the "sweat of the brow" doctrine flouted basic 

copyright principles. Throughout history, copyright law has "recognize[d] a 

greater need to disseminate factual works than works of fiction or fantasy." 

Harper & Row, 471 U.S. at 563. Accord, Gorman, Fact or Fancy: The 

Implications for Copyright, 29 J. Copyright Soc. 560, 563 (1982). But "sweat 

of the brow" courts took a contrary view; they handed out proprietary 

interests in facts and declared that authors are absolutely precluded from 

saving time and effort by relying upon the facts contained in prior works. In 
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truth, "[i]t is just such wasted effort that the proscription against the 

copyright of ideas and facts . . . [is] designed to prevent." Rosemont 

Enterprises, Inc. v. Random House, Inc., 366 F.2d 303, 310 (CA2 1966), cert. 

denied 385 U.S. 1009 (1967). "Protection for the fruits of such research . . . 

may, in certain circumstances, be available under a theory of unfair 

competition. But to accord copyright protection on this basis alone distorts 

basic copyright principles in that it creates a monopoly in public domain 

materials without the necessary justification of protecting and encouraging 

the creation of `writings' by `authors.'" Nimmer 3.04, p. 3-23 (footnote 

omitted). 

C 

"Sweat of the brow" decisions did not escape the attention of the 

Copyright Office. When Congress decided to overhaul the copyright statute 

and asked the Copyright Office to study existing problems, see Mills Music, 

Inc. v. Snyder, 469 U.S. 153, 159 (1985), the Copyright Office promptly 

recommended [499 U.S. 340, 355]   that Congress clear up the confusion in 

the lower courts as to the basic standards of copyrightability. The Register of 

Copyrights explained in his first report to Congress that "originality" was a 

"basic requisit[e]" of copyright under the 1909 Act, but that "the absence of 

any reference to [originality] in the statute seems to have led to 

misconceptions as to what is copyrightable matter." Report of the Register of 

Copyrights on the General Revision of the U.S. Copyright Law, 87th Cong., 1st 
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Sess., p. 9 (H. Judiciary Comm. Print 1961). The Register suggested making 

the originality requirement explicit. Ibid. 

Congress took the Register's advice. In enacting the Copyright Act of 

1976, Congress dropped the reference to "all the writings of an author" and 

replaced it with the phrase "original works of authorship." 17 U.S.C. 102(a). 

In making explicit the originality requirement, Congress announced that it 

was merely clarifying existing law: "The two fundamental criteria of 

copyright protection [are] originality and fixation in tangible form. . . . The 

phrase `original works of authorship,' which is purposely left undefined, is 

intended to incorporate without change the standard of originality 

established by the courts under the present 1909. copyright statute." H. R. 

Rep. No. 94-1476, p. 51 (1976) (emphasis added) (hereinafter H. R. Rep.); S. 

Rep. No. 94-473, p. 50 (1975), (emphasis added) (hereinafter S. Rep.). This 

sentiment was echoed by the Copyright Office: "Our intention here is to 

maintain the established standards of originality. . . ." Supplementary Report 

of the Register of Copyrights on the General Revision of U.S. Copyright Law, 

89th Cong., 1st Sess., pt. 6, p. 3 (H. Judiciary Comm. Print 1965) (emphasis 

added). 

To ensure that the mistakes of the "sweat of the brow" courts would not 

be repeated, Congress took additional measures. For example, 3 of the 1909 

Act had stated that copyright protected only the "copyrightable component 

parts" of a work, but had not identified originality as the basis for 
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distinguishing [499 U.S. 340, 356]   those component parts that were 

copyrightable from those that were not. The 1976 Act deleted this section 

and replaced it with 102(b), which identifies specifically those elements of a 

work for which copyright is not available: "In no case does copyright 

protection for an original work of authorship extend to any idea, procedure, 

process, system, method of operation, concept, principle, or discovery, 

regardless of the form in which it is described, explained, illustrated, or 

embodied in such work." Section 102(b) is universally understood to 

prohibit any copyright in facts. Harper Row, supra, at 547, 556. Accord, 

Nimmer 2.03[E] (equating facts with "discoveries"). As with 102(a), Congress 

emphasized that 102(b) did not change the law, but merely clarified it: 

"Section 102(b) in no way enlarges or contracts the scope of copyright 

protection under the present law. Its purpose is to restate . . . that the basic 

dichotomy between expression and idea remains unchanged." H. R. Rep. at 

57; S. Rep. at 54. 

Congress took another step to minimize confusion by deleting the 

specific mention of "directories . . . and other compilations" in 5 of the 1909 

Act. As mentioned, this section had led some courts to conclude that 

directories were copyrightable per se, and that every element of a directory 

was protected. In its place, Congress enacted two new provisions. First, to 

make clear that compilations were not copyrightable per se, Congress 

provided a definition of the term "compilation." Second, to make clear that 
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the copyright in a compilation did not extend to the facts themselves, 

Congress enacted 103. 

The definition of "compilation" is found in 101 of the 1976 Act. It defines 

a "compilation" in the copyright sense as "a work formed by the collection 

and assembly of preexisting materials or of data that are selected, 

coordinated, or arranged in such a way that the resulting work, as a whole, 

constitutes an original work of authorship." (Emphasis added.) [499 U.S. 340, 

357]   

The purpose of the statutory definition is to emphasize that collections 

of facts are not copyrightable per se. It conveys this message through its 

tripartite structure, as emphasized above by the italics. The statute identifies 

three distinct elements, and requires each to be met for a work to qualify as a 

copyrightable compilation: (1) the collection and assembly of pre-existing 

material, facts, or data; (2) the selection, coordination, or arrangement of 

those materials; and (3) the creation, by virtue of the particular selection, 

coordination, or arrangement, of an "original" work of authorship. "[T]his 

tripartite conjunctive structure is self-evident, and should be assumed to 

`accurately express the legislative purpose.'" Patry 51, quoting Mills Music, 

469 U.S., at 164 . 

At first glance, the first requirement does not seem to tell us much. It 

merely describes what one normally thinks of as a compilation - a collection 

of pre-existing material, facts, or data. What makes it significant is that it is 
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not the sole requirement. It is not enough for copyright purposes that an 

author collects and assembles facts. To satisfy the statutory definition, the 

work must get over two additional hurdles. In this way, the plain language 

indicates that not every collection of facts receives copyright protection. 

Otherwise, there would be a period after "data." 

The third requirement is also illuminating. It emphasizes that a 

compilation, like any other work, is copyrightable only if it satisfies the 

originality requirement ("an original work of authorship"). Although 102 

states plainly that the originality requirement applies to all works, the point 

was emphasized with regard to compilations to ensure that courts would not 

repeat the mistake of the "sweat of the brow" courts by concluding that fact-

based works are treated differently and measured by some other standard. 

As Congress explained it, the goal was to "make plain that the criteria of 

copyrightable subject matter stated in section 102 apply with full force to 

works . . . containing preexisting material." H. R. Rep., at 57; S. Rep., at 55. 

[499 U.S. 340, 358]   

The key to the statutory definition is the second requirement. It instructs 

courts that, in determining whether a fact-based work is an original work of 

authorship, they should focus on the manner in which the collected facts 

have been selected, coordinated, and arranged. This is a straightforward 

application of the originality requirement. Facts are never original, so the 

compilation author can claim originality, if at all, only in the way the facts are 
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presented. To that end, the statute dictates that the principal focus should be 

on whether the selection, coordination, and arrangement are sufficiently 

original to merit protection. 

Not every selection, coordination, or arrangement will pass muster. This 

is plain from the statute. It states that, to merit protection, the facts must be 

selected, coordinated, or arranged "in such a way" as to render the work as a 

whole original. This implies that some "ways" will trigger copyright, but that 

others will not. See Patry 57, and n. 76. Otherwise, the phrase "in such a way" 

is meaningless, and Congress should have defined "compilation" simply as "a 

work formed by the collection and assembly of preexisting materials or data 

that are selected, coordinated, or arranged." That Congress did not do so is 

dispositive. In accordance with "the established principle that a court should 

give effect, if possible, to every clause and word of a statute," Moskal v. 

United States, 498 U.S. 103, 109 -110 (1990) (internal quotations omitted), 

we conclude that the statute envisions that there will be some fact-based 

works in which the selection, coordination, and arrangement are not 

sufficiently original to trigger copyright protection. 

As discussed earlier, however, the originality requirement is not 

particularly stringent. A compiler may settle upon a selection or arrangement 

that others have used; novelty is not required. Originality requires only that 

the author make the selection or arrangement independently (i.e., without 

copying that selection or arrangement from another work), and that it 
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display some minimal level of creativity. Presumably, [499 U.S. 340, 359]   

the vast majority of compilations will pass this test, but not all will. There 

remains a narrow category of works in which the creative spark is utterly 

lacking or so trivial as to be virtually nonexistent. See generally Bleistein v. 

Donaldson Lithographing Co., 188 U.S. 239, 251 (1903) (referring to "the 

narrowest and most obvious limits"). Such works are incapable of sustaining 

a valid copyright. Nimmer 2.01[B]. 

Even if a work qualifies as a copyrightable compilation, it receives only 

limited protection. This is the point of 103 of the Act. Section 103 explains 

that "[t]he subject matter of copyright . . . includes compilations," 103(a), but 

that copyright protects only the author's original contributions - not the facts 

or information conveyed: 

"The copyright in a compilation . . . extends only to the material 

contributed by the author of such work, as distinguished from the preexisting 

material employed in the work, and does not imply any exclusive right in the 

preexisting material." 103(b). 

As 103 makes clear, copyright is not a tool by which a compilation 

author may keep others from using the facts or data he or she has collected. 

"The most important point here is one that is commonly misunderstood 

today: copyright . . . has no effect one way or the other on the copyright or 

public domain status of the preexisting material." H. R. Rep. at 57; S. Rep. at 

55. The 1909 Act did not require, as "sweat of the brow" courts mistakenly 
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assumed, that each subsequent compiler must start from scratch, and is 

precluded from relying on research undertaken by another. See, e.g., 

Jeweler's Circular publishing Co., 281 F., at 88-89. Rather, the facts contained 

in existing works may be freely copied, because copyright protects only the 

elements that owe their origin to the compiler - the selection, coordination, 

and arrangement of facts. 

In summary, the 1976 revisions to the Copyright Act leave no doubt that 

originality, not "sweat of the brow," is the [499 U.S. 340, 360]   touchstone of 

copyright protection in directories and other fact-based works. Nor is there 

any doubt that the same was true under the 1909 Act. The 1976 revisions 

were a direct response to the Copyright Office's concern that many lower 

courts had misconstrued this basic principle, and Congress emphasized 

repeatedly that the purpose of the revisions was to clarify, not change, 

existing law. The revisions explain with painstaking clarity that copyright 

requires originality, 102(a); that facts are never original, 102(b); that the 

copyright in a compilation does not extend to the facts it contains, 103(b); 

and that a compilation is copyrightable only to the extent that it features an 

original selection, coordination, or arrangement, 101. 

The 1976 revisions have proven largely successful in steering courts in 

the right direction. A good example is Miller v. Universal City Studios, Inc., 

650 F.2d, at 1369-1370: "A copyright in a directory . . . is properly viewed as 

resting on the originality of the selection and arrangement of the factual 
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material, rather than on the industriousness of the efforts to develop the 

information. Copyright protection does not extend to the facts themselves, 

and the mere use of information contained in a directory without a 

substantial copying of the format does not constitute infringement" (citation 

omitted.) Additionally, the Second Circuit, which almost 70 years ago issued 

the classic formulation of the "sweat of the brow" doctrine in Jeweler's 

Circular Publishing Co., has now fully repudiated the reasoning of that 

decision. See, e.g., Financial Information, Inc. v. Moody's Investors Service, 

Inc., 808 F.2d 204, 207 (CA2 1986), cert. denied, 484 U.S. 820 (1987); 

Financial Information, Inc. v. Moody's Investors Service, Inc., 751 F.2d 501, 

510 (CA2 1984) (Newman, J., concurring); Hoehling v. Universal City Studios, 

Inc., 618 F.2d 972, 979 (CA2 1980). Even those scholars who believe that 

"industrious collection" should be rewarded seem to recognize that this is 

beyond the scope of existing copyright law. See Denicola 516 ("the very 

vocabulary of copyright is ill [499 U.S. 340, 361]   suited to analyzing 

property rights in works of nonfiction"); id. at 520-521, 525; Ginsburg 1867, 

1870. 

III 

There is no doubt that Feist took from the white pages of Rural's 

directory a substantial amount of factual information. At a minimum, Feist 

copied the names, towns, and telephone numbers of 1,309 of Rural's 

subscribers. Not all copying, however, is copyright infringement. To establish 
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infringement, two elements must be proven: (1) ownership of a valid 

copyright, and (2) copying of constituent elements of the work that are 

original. See Harper & Row, 471 U.S., at 548 . The first element is not at issue 

here; Feist appears to concede that Rural's directory, considered as a whole, 

is subject to a valid copyright because it contains some foreword text, as well 

as original material in its yellow pages advertisements. See Brief for 

Petitioner 18; Pet. for Cert. 9. 

The question is whether Rural has proved the second element. In other 

words, did Feist, by taking 1,309 names, towns, and telephone numbers from 

Rural's white pages, copy anything that was "original" to Rural? Certainly, the 

raw data does not satisfy the originality requirement. Rural may have been 

the first to discover and report the names, towns, and telephone numbers of 

its subscribers, but this data does not "`ow[e] its origin'" to Rural. Burrow-

Giles, 111 U.S., at 58 . Rather, these bits of information are uncopyrightable 

facts; they existed before Rural reported them, and would have continued to 

exist if Rural had never published a telephone directory. The originality 

requirement "rule[s] out protecting . . . names, addresses, and telephone 

numbers of which the plaintiff, by no stretch of the imagination, could be 

called the author." Patterson & Joyce 776. 

Rural essentially concedes the point by referring to the names, towns, 

and telephone numbers as "preexisting material." Brief for Respondent 17. 

Section 103(b) states explicitly [499 U.S. 340, 362]   that the copyright in a 
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compilation does not extend to "the preexisting material employed in the 

work." 

The question that remains is whether Rural selected, coordinated, or 

arranged these uncopyrightable facts in an original way. As mentioned, 

originality is not a stringent standard; it does not require that facts be 

presented in an innovative or surprising way. It is equally true, however, that 

the selection and arrangement of facts cannot be so mechanical or routine as 

to require no creativity whatsoever. The standard of originality is low, but it 

does exist. See Patterson & Joyce 760, n. 144 ("While this requirement is 

sometimes characterized as modest, or a low threshold, it is not without 

effect") (internal quotations omitted; citations omitted). As this Court has 

explained, the Constitution mandates some minimal degree of creativity, see 

The Trade-Mark Cases, 100 U.S., at 94 , and an author who claims 

infringement must prove "the existence of . . . intellectual production, of 

thought, and conception." Burrow-Giles, supra, at 59-60. 

The selection, coordination, and arrangement of Rural's white pages do 

not satisfy the minimum constitutional standards for copyright protection. As 

mentioned at the outset, Rural's white pages are entirely typical. Persons 

desiring telephone service in Rural's service area fill out an application, and 

Rural issues them a telephone number. In preparing its white pages, Rural 

simply takes the data provided by its subscribers and lists it alphabetically by 
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surname. The end product is a garden-variety white pages directory, devoid 

of even the slightest trace of creativity. 

Rural's selection of listings could not be more obvious: It publishes the 

most basic information - name, town, and telephone number - about each 

person who applies to it for telephone service. This is "selection" of a sort, 

but it lacks the modicum of creativity necessary to transform mere selection 

into copyrightable expression. Rural expended sufficient effort [499 U.S. 340, 

363]   to make the white pages directory useful, but insufficient creativity to 

make it original. 

We note in passing that the selection featured in Rural's white pages 

may also fail the originality requirement for another reason. Feist points out 

that Rural did not truly "select" to publish the names and telephone numbers 

of its subscribers; rather, it was required to do so by the Kansas Corporation 

Commission as part of its monopoly franchise. See 737 F.Supp., at 612. 

Accordingly, one could plausibly conclude that this selection was dictated by 

state law, not by Rural. 

Nor can Rural claim originality in its coordination and arrangement of 

facts. The white pages do nothing more than list Rural's subscribers in 

alphabetical order. This arrangement may, technically speaking, owe its 

origin to Rural; no one disputes that Rural undertook the task of 

alphabetizing the names itself. But there is nothing remotely creative about 

arranging names alphabetically in a white pages directory. It is an age-old 
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practice, firmly rooted in tradition and so commonplace that it has come to 

be expected as a matter of course. See Brief for Information Industry 

Association et al. as Amici Curiae 10 (alphabetical arrangement "is 

universally observed in directories published by local exchange telephone 

companies"). It is not only unoriginal, it is practically inevitable. This time-

honored tradition does not possess the minimal creative spark required by 

the Copyright Act and the Constitution. 

We conclude that the names, towns, and telephone numbers copied by 

Feist were not original to Rural, and therefore were not protected by the 

copyright in Rural's combined white and yellow pages directory. As a 

constitutional matter, copyright protects only those constituent elements of a 

work that possess more than a de minimis quantum of creativity. Rural's 

white pages, limited to basic subscriber information and arranged 

alphabetically, fall short of the mark. As a statutory matter, 17 U.S.C. 101 does 

not afford protection [499 U.S. 340, 364]   from copying to a collection of 

facts that are selected, coordinated, and arranged in a way that utterly lacks 

originality. Given that some works must fail, we cannot imagine a more likely 

candidate. Indeed, were we to hold that Rural's white pages pass muster, it is 

hard to believe that any collection of facts could fail. 

Because Rural's white pages lack the requisite originality, Feist's use of 

the listings cannot constitute infringement. This decision should not be 

construed as demeaning Rural's efforts in compiling its directory, but rather 
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as making clear that copyright rewards originality, not effort. As this Court 

noted more than a century ago, "great praise may be due to the plaintiffs for 

their industry and enterprise in publishing this paper, yet the law does not 

contemplate their being rewarded in this way." Baker v. Selden, 101 U.S., at 

105 . 

The judgment of the Court of Appeals is 

Reversed. 

JUSTICE BLACKMUN concurs in the judgment. 
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DATA 

 Generally, data is not protected by Copyright laws.  As illustrated in the Feist 

opinion, “sweat of the brow” is not a factor in determining the subject matter of 

copyright protection.  Therefore, if a gaming company generates significant data, 

that data may be owned by the company, but it will not be subject to copyright 

protections.   

Ownership 

Ownership of a copyright occurs upon the creation of the expression in a 

tangible medium.  There is a misconception that copyrights only vest upon 

registration; however, the current copyright statutes are clear that rights exist upon 

creation.  A copyright registration, if done in a timely manner, may entitle the owner 

to enhanced damages in future enforcement litigation.  Also, registration is required 

prior to bringing an enforcement action. 

Copyrights are owned initially by the author of the work.  The author of a 

work is the person that actually puts the ideas embodied in the work into an 

expression in a tangible medium.   

Works Made for Hire 

For works created by employees within the scope of their employment, the 

work may be deemed a work for hire and ownership rights will vest with the 

employer.  Please note that the “work for hire” doctrine has limited applicability 

outside the scope of true employment and works created within the scope of 
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employment.    The following is an excerpt from the copyright statute regarding 

works made for hire: 

A “work made for hire” is— 

(1) a work prepared by an employee within the scope of his or her employment; 

or 

(2) a work specially ordered or commissioned for use as a contribution to a 

collective work, as a part of a motion picture or other audiovisual work, as a 

translation, as a supplementary work, as a compilation, as an instructional text, as a 

test, as answer material for a test, or as an atlas, if the parties expressly agree in a 

written instrument signed by them that the work shall be considered a work made for 

hire. For the purpose of the foregoing sentence, a “supplementary work” is a work 

prepared for publication as a secondary adjunct to a work by another author for the 

purpose of introducing, concluding, illustrating, explaining, revising, commenting 

upon, or assisting in the use of the other work, such as forewords, afterwords, pictorial 

illustrations, maps, charts, tables, editorial notes, musical arrangements, answer 

material for tests, bibliographies, appendixes, and indexes, and an “instructional text” 

is a literary, pictorial, or graphic work prepared for publication and with the purpose 

of use in systematic instructional activities. 

Quick quiz…. 

ABC Gaming Co., commissions an independent programmer to help write 

code for its new slot machine and an agreement is signed for the assignment that 
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will pay the programmer $5,000 upon the completion of the code for testing and 

$5,000 one year after the first machine using such code is used for commercial 

gambling. 

Who owns the code? 

Now assume the agreement between the programmer and ABC has a 

provision that deems the code to be a work-made-for-hire. 

Now who owns the code? 

 

Works Created Prior to January 1, 1978 

In 1976, Congress passed the modern copyright statutes that went into effect 

on January 1, 1978.  Prior to the modern copyright act, the US was considered to be 

a copyright outlaw by the international community.  The 1976 act brought the US 

into compliance with international copyright treaties and fundamentally changed 

the way that copyright law functioned. 

Prior to 1978, formal requirements for published works were required 

before any copyright rights could vest.  Additionally, publication without meeting 

the formal requirements resulted in works being deemed to be in the public domain.  

Under the pre-1976 act (which went into effect in 1978),  publication and 

registration were the keys to protection or loss of rights.  Post 1978, rights vested 

upon creation and publication was no longer a central issue for most new works. 
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Changes in Ownership 

Remember the basic policy of the copyright law is to protect authors of 

creative works.  Therefore, any assignment of a copyright interest must be 

expressed in a clear writing.   

In practice, courts have overwhelmingly followed the policy and letter of the 

law with regard to copyright ownership.  Under the pre-1978 statute, assignments 

could be rescinded at specific times during the life of the copyright.  Given the policy 

and treatment by the courts, any copyright assignment must be absolutely clear.  

Any ambiguity is likely to be resolved in a manner favorable to the author and not 

the party paying for what it believes is an assignment.  

As with the examples presented in the work-made-for-hire section, merely 

having a work-made-for-hire agreement presents a significant risk that the work at 

issue has not been assigned and that the author (the person that puts the work into 

a tangible medium) will have not lost any ownership rights.  For this reason, it is 

good practice to include an assignment in any “work-made-for-hire” agreement.  

Additionally, because courts will favor authors over the party paying for the work, 

such agreements should also have a license, in the event the assignment fails for any 

reason.  

Idea/Expression Dichotomy  

The idea/expression dichotomy is a constant theme in copyright law.  

Copyright does not protect any fact, idea, or functional expression.  
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For example, Client A shows you a new table game that she created that has 

been approved for use in Nevada.  The game is called “paired up poker” and it 

functions by dealing 1 card down to each player, then one card down that only 2 

adjoining players can see and use, then a flop as in Texas Hold’em.  In support of the 

game, she has created and designed a new table felt and circular table that permits 

the limited viewing of the card that is shared by the 2 adjoining players.   When she 

created it, she registered a copyright in the felt design and table design.  New 

Company B is marketing a circular table for the same game with a shared card area 

that is functionally similar to her table felt design.  She wants to sue Company B for 

copyright infringement because Company B’s table because it can be used as a 

substitute for her table and felt.   Unless there was direct copying of Client A’s design 

or unless it is likely that copying can be shown, creating a functional equivalent of 

Client A’s design does not violate Client A’s copyrights. 

Exclusive Rights 

Copyright statutes provide the owner with the exclusive right to copy, alter, 

distribute, and perform original works.   
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SAMPLE SHORT MEDIA AGREEMENT 
 
 

THIS INTELLECTUAL PROPERTY ASSIGNMENT AGREEMENT (the "Agreement") is made as of  ______, 20__ , by and 
___________________________ a Nevada limited liability company.  (“Receiver”), and________________________________  
 
  ______________________________________________________________________________ with an 
address of                                                    ("Assignor"). 
 

In consideration of  the mutual covenants contained herein and for other good and valuable consideration, the receipt and sufficiency of 
which is hereby acknowledged, the Parties hereby agree as follows: 
 
1. Defined Terms.  Unless otherwise defined herein, the following 
terms shall have the following meanings: 

• "Effective Date" shall mean the date first written above. 
• "Encumbered"  shall mean having imposed upon the asset, 

property, right, title or interest, a security interest, pledge, 
hypothecation, or other encumbrance of whatsoever 
nature. 

• "Intellectual Property" shall mean all foreign, federal, state 
and common law trademarks, service marks, domain 
names, Internet path names and addresses of whatsoever 
nature, trade dress, copyrights, know-how, show-how, 
patents, inventions (whether or not patentable), mask 
works, software, proprietary data, customer lists, strategic 
plans, financial data, and trade secrets and all applications 
for registration and/or issuance with respect to all the 
foregoing and whether or not any of the foregoing is 
registerable or patentable, including, without limitation, with 
respect to all of the foregoing:  (i) all goodwill; (ii) all 
licenses by Assignor or to Assignor; and (iii) all moral 
rights. 

• "Media" shall mean television, telephony, radio, satellite, 
cable, wire, computer-based network, other network, 
magnetic means, any streaming medium, any broadcast 
medium, any optical medium, database, any electronic 
medium, electronic means, Internet, intranet, and any other 
storage or consumption medium or method (now known or 
hereinafter developed, devised, invented or created) for the 
publication of any information, data or other content. 

• "Parties" shall mean Receiver and Assignor. 
• "Person" shall mean any natural person, corporation, trust, 

partnership, limited partnership, limited liability partnership, 
limited liability company, organization, association, or any 
other entity of whatsoever nature. 

• "Section" shall mean any enumerated section of this 
Agreement. 

• "Works " shall mean all works subject to copyright provided 
to Receiver from Assignor, including, without limitation, all 
photographs, all computer files, tapes, recordings, disks, 
memory cards, memory devices, all negatives, all camera 
files, all video files, all photographs, and all other materials 
provided by Assignor to Receiver, including, without 

limitation, the works attached hereto and incorporated or 
referenced herein as Exhibit A.  

2. Assignment.  Assignor hereby agrees to  
 take photographs   record video  record audio  and 
 create content that is the subject of  matter of copyright law (17 
USC §101 et. seq.) regarding the subject of the following: 
____________________________________________________ 
 
 
Assignor hereby agrees that all photographs, video recordings, audio 
recordings and any other works created by Assignor or provided by 
Assignor to Receiver pursuant to this assignment are part of the 
defined Works. 
3. Confirmation of Ownership.  Assignor hereby confirms that it is 
and always has been Assignor's intent and agreement that Receiver 
owns the Works as its sole and exclusive property as Works Made 
For Hire (as defined by 17 U.S.C. §101), and Receiver owns all right, 
title, license and interest, now existing or arising hereafter, in, to and 
under the Intellectual Property associated with, relating to, arising 
from and embodied in the Works. 
3. Future Creations.   The Works and anything Assignor creates 
after the Effective Date derived from the Works, whether or not 
created through third Persons, shall be deemed produced, created 
and authored by Assignor on a Work Made for Hire basis as defined 
in the Copyright Act of 1976, as amended from time to time (17 
U.S.C. §101 et seq.), in favor of Receiver. 
4. Works of Visual Art.  Assignor hereby specifically waives any and 
all rights to the Works and the works of visual art as depicted from 
time to time in Exhibit A, attached hereto and incorporated herein by 
this reference. 
5.  Assignment.  To the extent that any of the Works are not 
deemed Works Made For Hire and to the extent that Assignor 
retains, or is deemed to retain, any right, title, license and interest 
(now existing or arising hereafter) in, to and under the Intellectual 
Property associated with, relating to, arising from or embodied in the 
Works  (the "Retained Works"), Assignor does hereby sell, assign, 
transfer, grant, convey and set over to Receiver all of Assignor's 
right, title, license and interest in, to and under the Intellectual 
Property associated with, relating to, arising from and embodied in 
the Retained Works.  The sale, assignment, transfer, grant, 
conveyance and setting over to Receiver as made in the preceding 
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sentence shall include the assignment of all rights to recover all 
damages, attorneys' fees, and lost profits associated with the loss or 
infringement of any of the Intellectual Property associated with, 
relating to, arising from, and embodied in the Retained Works as well 
as the right to seek injunctive relief (both preliminary and permanent) 
with respect to the foregoing and the right to receive any and all other 
remedies available at law or in equity.      To the extent the 
assignment set forth in this section is ineffective or to the extent that 
the Assignor retains any right, title, license and interest (now existing 
or arising hereafter) in, to and under the Intellectual Property 
associated with, relating to, arising from or embodied in the Retained 
Works, Assignor hereby grants an exclusive perpetual world-wide 
license in and to the Retained Works to Receiver for Receiver to 
exercise all Intellectual Property rights in the Retained Works.  
Assignor acknowledges and agrees that Receiver may exercise all 
Intellectual Property rights in the Works and Retained Works, 
including, without limitation, exploiting such works and derivatives of 
such works in any Media. 
6. Further Assurances.  Assignor shall execute, acknowledge and 
deliver any and all documents and shall perform any and all acts 
which shall be reasonably required, in order for Receiver (i) to record 
(for whatsoever purpose or need) its sole and exclusive ownership of 
all of the Intellectual Property associated with, relating to, arising 
from or embodied in the Works and/or the Retained Works, and (ii) to 
make any and all foreign, federal, state or other applications for 
registration or issuance for or with respect to any of the Intellectual 
Property associated with, relating to, arising from or embodied in the 
Works and/or the Retained Works. 
7. Representations and Warranties.  Assignor represents and 
warrants that: (i) Assignor at no time misappropriated any Intellectual 
Property from any third Person with respect to the creation of any 
such Works and/or Retained Works, (ii) Assignor has not assigned, 
conveyed, Encumbered or otherwise attempted to dispose in any 
manner whatsoever any of the Intellectual Property associated with, 
relating to, arising from and/or embodied in the Works and/or 
Retained Works to any third Person or for the benefit of any third 
Person, (iii) Assignor has all right, title and interest to create the 
works, and (iv) no other person other than Assignor and Receiver 
have or have had any rights in the Works (including, without 
limitation, any rights of publicity or copyrights). 
8. Consideration.  Assignor hereby agrees that Assignor shall be 
paid a sum total of $__________________ for Assignor’s artistic 
efforts, expenses, the assignment of all Retained Works pursuant to 
this Agreement.  Assignor hereby agrees such consideration is 
sufficient consideration for the efforts and costs Assignor has 
expended and will expend and is sufficient consideration for any 
rights Assignor has assigned pursuant to this Agreement.  Assignor 
acknowledges and agrees that Assignor is not entitled to any 
additional compensation related to the Works or Retained Works. 
9.  Miscellaneous. 
A .Governing Law.  The Agreement a shall be exclusively governed 
by and construed in accordance with the law of the State of Nevada 
without regard to its conflicts of laws principles.  All actions or 

proceedings arising out of or related to this Agreement shall 
exclusively be litigated in any local, state or federal court located in 
Clark County, Nevada.  The Parties hereto consent to personal 
jurisdiction in any local, state or federal court located in Clark County, 
Nevada and hereby waive any objection to process based on 
personal jurisdiction. 
B. Counterparts.  This Agreement may be executed in counterparts, 
each of which shall be an original, but all of which when taken 
together shall constitute one and the same Agreement. 
C. Successors and Assigns.  This Agreement shall inure to the 
benefit of and be binding upon the Parties and their respective heirs, 
successors, assigns and legal representatives. 
D. Modification or Amendment.  Any modification of or amendment to 
this Agreement shall be in writing and signed by the Parties. 
E. Partial Invalidity.  If any term, provision, covenant or condition of 
this Agreement, or any application thereof, should be held by a court 
of competent jurisdiction to be invalid, void or unenforceable, all 
provisions, covenants, and conditions of this Agreement, and all 
applications thereof, not held invalid, void or unenforceable, shall 
continue in full force and effect and shall in no way be affected, 
impaired or invalidated thereby, and the provisions, covenants or 
conditions held to be invalid, void or unenforceable shall be reformed 
by such court of competent jurisdiction in a manner that is valid, not 
void and enforceable and in such a fashion to as nearly effectuate 
the intent of the Parties as evident with respect to the provisions, 
covenants or conditions that were held invalid, void or unenforceable. 
F. Headings.  The headings of the various sections have been 
inserted only for convenience, and shall not be deemed in any 
manner to modify or limit any of the provisions of this Agreement, or 
be used in any manner in the interpretation of this Agreement. 
G. Integration.  This Agreement is the sole agreement of the Parties 
with respect to the subject matter hereof, all other prior or 
contemporary agreements being superseded hereby. 
H. Attorney Review.  THE PARTIES ACKNOWLEDGE AND 
UNDERSTAND THAT: (1)  THIS AGREEMENT CONCERNS 
IMPORTANT RIGHTS AND RESPONSIBILITIES, (2) WHENEVER 
IMPORTANT RIGHTS AND RESPONSIBILITIES ARE THE 
SUBJECT MATTER OF ANY AGREEMENT THAT EACH PARTY 
SHOULD CONSULT THEIR OWN SEPARATE LEGAL COUNSEL 
CONCERNING SUCH RIGHTS AND RESPONSIBILITIES AND (3)  
BOTH PARTIES HERETO ACKNOWLEDGE THAT THEY HAVE 
HAD AMPLE OPPORTUNITY TO CONSULT LEGAL COUNSEL, 
WHETHER OR NOT THEY HAVE DONE SO.
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IN WITNESS WHEREOF, the Parties have executed this Agreement as of the date first written above. 

 
 
Assignor 
 
____________________________________________ 
 
 
By: _____________________________________________ 
 
Its:_________________________________________ 
 
Date:_______________________________________ 

 
 

 
Receiver 
 
____________________________________________ 
 
 
By: __________________________________________ 
 
Its:________________________________________ 
 
Date:_____________________________________ 
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Exhibit A 
 
 Visual Works 
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Trademarks 

Trademark law is a body of commercial identity law.  Trademarks protect the 

distinctive symbols experienced in the marketplace that distinguish one provider’s 

products or services from those of another.  

It is the association between a symbol7 and the consumer association with a 

particular provider of goods or services in the marketplace.  For example the 

following are all registered marks of a particular restaurant company:  

 

 

 

 

7 A symbol can be a word (BELLLAGIO), a design ( ) , a sound (the Intel 
jingle) or even a color (pink for Owens Corning fiberglass insulation). 



 
J:\2025 GAMING TECHNOLOGY LAW\READING\R02 - IP.DOCX 

August 19, 2025 (8:56PM) 

100 

 

Most reader’s will probably instantly recognize these marks in association 

with the McDonald’s restaurant company. 

 

Trademarks are protected under statue in most states; additionally, 

trademarks are protected through federal statutes as well. 

Origin of Rights 

If one thinks about trademark law as marketplace identity law, then logically, 

the rights for trademarks should flow from identity or use in the marketplace. 

Indeed, state and federal law recognize that trademark rights flow from actual 

marketplace use. 

Therefore, trademark rights exist even if nothing is filed with state or federal 

authorities.  However, trademark rights are more effectively protected by such 

filings. 
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Infringement 

 The principal inquiry in determining one’s right to use a mark or name 

without infringing the rights of others is whether a annother’s mark is so similar to 

any previously used marks, taking into consideration the respective goods or 

services for which they are used, as to be likely to cause customers to be confused as 

to the source or sponsorship of the goods or services.  This standard is usually called 

the "likelihood of confusion" test.  The same standard applies to many aspects of 

trademark, trade name and unfair competition law, including infringement under 

the common law and under federal and state registration laws. 

 In analyzing the issue of likelihood of confusion, courts generally consider 

several factors to determine if confusion is probable, including (i) the degree of 

similarity between the marks, (ii) the similarity in services or products rendered by 

the parties, (iii) the extent to which the services are marketed through the same 

trade channels, (iv) the intent of the defendant in adopting and exploiting the 

allegedly infringing mark, (v) the amount of care and attention likely to be exercised 

by consumers when purchasing the services or products, (vi) the strengths and 

weaknesses of the marks in question, and (vii) the existence of incidents of actual 

confusion, taking into account the extent of each party's usage of the mark. 

 In relation to a company’s right to use a mark without infringing the rights of 

others, the likelihood of confusion test is often applied with considerable emphasis 
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on the extent of real competition in the marketplace.  Prior unregistered uses, as 

well as prior registrations, can both present infringement problems. 

 In addition to risks associated with a likelihood of confusion, you should be 

aware that there exist state and federal dilution statutes protecting against use of a 

“famous” mark by another where the result is a lessening of the capacity of such 

famous mark to identify and distinguish goods or services regardless of the 

presence or absence of competition between the owner of the famous mark and 

other parties, or a likelihood of confusion, mistake or deception. The owner of a 

famous mark may be entitled to an injunction against another person’s commercial 

use of the mark, if such use begins after the original mark has become famous and 

causes dilution of the distinctive quality of the original mark. The law regarding 

dilution is relatively new and its interpretation and application are somewhat 

inconsistent among courts; therefore it is difficult to accurately predict the risk of 

diluting the mark of another. 
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Mark Strength and Registerability 

 Some marks are more unique and given a wider range of protection than 

others.  A mark that has been used and registered by different owners for a wide 

variety of goods and services is considered a "weak" mark, in the sense that it is 

difficult to enforce rights outside of the specific field of its owner.  On the other 

hand, an uncommon mark may be considered a "strong" mark because it is usually 

more broadly protectable against the users of the same or similar marks in related 

fields.  The following graphic illustrates such a continuum of strength and 

registerability among marks, with the darker areas representing increased strength, 

value and legal competitive protectability.  

 
 A mark that is "descriptive" of the goods or services, or “descriptive” of 

personal names or geographic locations, on which it is used is also classified as a 

weak mark, and is not generally given broad, if any, protection unless its owner can 

demonstrate that the mark has become distinctive of its services.  In other words, 

the owner of a descriptive mark must show that the public recognizes its mark as 

 Kodak
Rolex
Exxon

Camel
Apple
Ivory

Swatch
Coppertone
Q-Tips

American Airlines
Trans World Airlines
Kentucky Fried Chicken

Gas Station
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identifying its services and distinguishing them from those of others.  This is called 

"secondary meaning”.  Secondary meaning may be shown by evidence of substantial 

efforts in advertising or promoting the mark throughout a wide group of 

prospective customers.  Such evidence may consist of the size of the business, the 

number of actual sales made, amounts spent in promotion and advertising, the 

scope of publicity given the mark, recognition by others in the field, and any similar 

evidence showing exposure of the mark.   On the other hand, a mark that is 

"arbitrary" or only "suggestive" with respect to the goods or services is a stronger 

mark and is usually given more protection. 

 At the federal level, the United States Patent and Trademark Office (the 

“USPTO”) examines mark applications and determines whether a particular mark is 

sufficiently distinctive for registration in relation to the goods and services in the 

application and whether a particular mark is sufficiently distinctive from other 

registrations and applications on file.  The examination process generally takes at 

least a year, though in rare circumstances an application may proceed to 

registration sooner.  Once federal registration is issued, the owner of the 

registration has a presumed legal right to the exclusive domestic use of the mark in 

the registration for the goods and services in the registration. 
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 At the state level, mark applications are usually evaluated by the state’s 

Secretary of State office.  In general, so long as the mark in the application is not too 

similar to another registration on file, and so long as the proof of use in the state is 

sufficient, an application will usually mature to registration. 

Corporate Names and Domain Names 

Use of a corporate name, dba name, or a domain name alone may be 

insufficient to begin the process of building trademark rights.  This is because 

corporate names are the way the state identifies a particular company and not 

necessarily how the marketplace identifies the company.  For example, the state of 

Florida recognizes the company Doctor’s Associates, Inc. under their registered 

corporate name.  However, the marketplace probably makes no association between 

the name Doctor’s Associates, Inc. and restaurant services. Doctor’s Associates, Inc.  

is the company that owns SUBWAY restaurants.   

Similarly, dba filings are a way for the local sheriff to find a company in the 

event of some official action. 

Finally, domain names alone do not confer any trademark rights because 

they can function as a mere ULR pointing device.   
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While corporate names, dba names and domain names may not necessarily 

be trademarks, they all can be used as trademarks if a company uses the corporate 

name, dba name or domain name in marketing their products or services. 

The Benefits of Registration 

Federal registration of a trademark in the principle register provides a legal 

presumption that the owner of the registration has the exclusive right to use the 

mark set forth in the registration for the goods or services identified in the 

registration.  This is a powerful right.  In infringement actions, it essentially changes 

the burden of proof on the issue from being on the plaintiff to being on the 

defendant.   
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